
INTELLECTUAL PROPERTY LAW (‘IP’ law) is that branch of
the law concerned with protecting the products of the hu-

man intellect. Its most important forms or species are the law
of patents, protecting inventions, the law of designs, pro-
tecting the outward appearance and function of industrial
products, the law of trade marks, protecting words and other
symbols designating the trade origin of products, and the law
of copyright, protecting original literary, artistic and other
creative works. Non statutory species of IP such as common
law trade marks are, in addition protected by the law of delict,
for example, by way of actions such as passing off and unlaw-
ful competition.

IP law has existed on a national basis in South Africa since
1916. In that year the Parliament of the Union of South Africa
enacted the Patents, Designs, Trade Marks and Copyright Act 9
of 1916 (the ‘1916 Act’). As its title suggests, the 1916 Act was a
composite Act dealing with all four species of IP. Prior to this
Act the various provinces and colonies which made up the
Union had their own statutes dealing with certain of the spe-
cies of IP on a piecemeal basis. These so-called ‘Provincial
Statutes’ were all repealed by the 1916 Act.

The 1916 Act was subsequently repealed by separate Acts
dealing with the individual species of IP. IP Law is currently

regulated by the Patents Act 57 of 1978 (the ‘Patents Act’), the
Designs Act 196 of 1993 (the ‘Designs Act’), the Trade Marks
Act 194 of 1993 (the ‘Trade Marks Act’) and the Copyright Act
98 of 1978 (the ‘Copyright Act’). The field of IP Law is current-
ly broader than the aforementioned four species, and includes
areas such as Performers Protection, Plant Breeders Rights
and other related areas, but for the present purposes we shall
confine our attention mainly to the aforementioned four spe-
cies of IP.

NONE OF THE South African Constitutions that preceded
the present Constitution contained provisions that re-

ferred to, or directly impacted on, IP. South Africa’s regime of
IP law was (and still is) underpinned by various international
conventions or treaties of which the country is a member.
Examples of these treaties are the Paris Convention, dating
from 1883, dealing with patents, designs and trade marks, the
Berne Convention, dating from 1886, dealing with copyright,
and the Agreement on the Trade Related Aspects on Intellec-
tual Property Rights (TRIPS) Agreement, dealing with all
forms of IP. These treaties have been revised over the years in
order to keep them concurrent with modern technological
and other developments. In general they provide for mini-
mum standards or norms with which member countries’ laws
must conform, and they provide for a system of reciprocal
international protection for member countries’ works. South
African IP Law has been formulated and traditionally inter-
preted and applied against the backdrop of these treaties and
foreign case law, particularly British, applying similar laws.

South Africa’s IP Laws are by and large in conformity with
the prescripts of the international IP treaties. Their content
and interpretation had prior to 1994 been untrammelled by
provisions of the constitutions prevailing from time to time.
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However, this all changed with the enactment and the coming
into force of the Constitution of the Republic of South Africa
Act (the ‘1996 Constitution’) which, in terms of section 2, is the
supreme law of the country and any law or conduct inconsis-
tent with it is invalid. This introduced a new dynamic into the
application of IP Law in South Africa. IP Law, like all South
African Law, henceforth had to serve, and be true to, a supe-
rior lord and master.

The 1996 Constitution
When the task of writing the 1996 Constitution was embarked
upon, various interested parties proposed that the right to
hold IP should be specifically entrenched in the Bill of Rights,
as is the case in many countries in the world, including the
United States of America. This proposal did not find favour
and when the 1996 Constitution was published it contained no
such provision.1 Subsequently, the Constitutional Court was
required to certify that the 1996 Constitution, and in particular
the Bill of Rights (Chapter 2, sections 7 to 39), provided for all
universally accepted fundamental rights, freedoms and civil
liberties. It was argued before the Constitutional Court that
the Constitution failed in this respect by virtue of the fact that
it did not grant specific recognition to the right to hold IP. This
argument was rejected by the court and it held that the right
to hold IP was not such a right, this despite the fact that it is so
recognised in the Universal Declaration of Human Rights and
the International Covenant on Civil and Political Rights, 1966,
of which South Africa is a member.2 The court appeared to
proceed on the assumption that the so-called ‘Property Clause’
of the Constitution (section 25) covered all forms of property,
including intellectual property.3

The ‘laugh it off’ case
The impact of the Constitution on IP rights was in issue in the
‘Laugh It Off ’ Case.4 This case dealt with trade mark infringe-
ment by so-called ‘dilution’. The trade mark proprietor, the
respondent, contended that the appellant had infringed its
registered trade mark by virtue of the provisions of section
34(1)(c) of the Trade Marks Act through the unauthorised use
of an adaptation of such registered trade mark that was dispa-
raging of such mark and its proprietor and that the offending
mark thereby took unfair advantage of, or was detrimental
to, the distinctive character or repute of the registered trade
mark. The appellant defended this claim by arguing that it
was exercising its right of freedom of expression provided for
in section 16 of the Constitution. The court considered that it
was necessary to weigh up the respondent’s statutory trade
mark right against the appellant’s constitutional right of free-
dom of expression in reaching its decision on the trade mark
infringement claim.5

The court appeared to give equal status to the two con-
flicting rights and did not attribute inherently superior status
to the latter right, despite its inclusion in the Bill of Rights,
whereas the former right had received no such treatment.6 It
stated that it was not the correct approach for the court to
reach a prima facie conclusion that trade mark infringement
had taken place and then to decide whether the appellant’s
conduct was excused by the freedom of expression defence

(as had been done by the court a quo, the Supreme Court of
Appeal7). Rather, the relevant section of the Trade Marks Act
had to be viewed through ‘the prism of the Constitution’ and
it had to be given the interpretation that was most compatible
with the relevant provision of the Constitution. Applying this
approach, and pointing out that the relevant section of the
Trade Marks Act introduced the criterion of fairness in asses-
sing the alleged infringer’s conduct, the court held that no
infringement had taken place.8

The court made no direct reference to the Property Clause
as the umbrella under which IP enjoys constitutional recogni-
tion but it is submitted that this emerges from the judgment
by implication. In the court a quo Harms JA held that: ‘[T]rade
marks are property, albeit intangible or incorporeal. The fact
that property is intangible does not make it of a lower order ’.9

The Constitutional Court on appeal did not challenge this
statement. Indeed Sachs J in his appeal judgment said:

‘… it should not make any difference in principle whether
the case is seen as a property rights limitation on free speech.
Or a free speech limitation on a property right’. [Emphasis
added.]

In section 22(1) of the Copyright Act it is specifically provided
that copyright constitutes movable property and this propo-
sition has been confirmed by the Supreme Court of Appeal in
Gallo Africa Limited et al v StingMusic (Pty) Ltd et al.10 What is
good for one species of IP is good for the genus as a whole.
Accordingly, there can be no doubt that IP constitutes ‘proper-
ty’ as contemplated in section 25 of the Constitution.

The property clause
The relevant portion of section 25 of the Constitution reads:

‘(1) No one may be deprived of property except in terms
of a law of general application, and no law may permit
arbitrary deprivation of property.

(2) Property may be expropriated in terms of a law of
general application:—
(a) for a public purpose or in the public interest; and
(b) subject to compensation […].

(3) […]
(4) For the purposes of this section –

(a) […]
(b) property is not limited to land.’

In broad terms IP, as a species of property, is protected from
deprivation and from expropriation without the payment of
appropriate compensation. It is beyond the scope of this dis-
cussion to go into the details of what this entails but the reader
is referred to a full analysis of this issue in regard to the depri-
vation of registered trade marks in the context of so-called
‘plain packaging’ legislation in respect of tobacco products in
an article entitled ‘Deprivation of Trade Marks through Prohi-
bition of their Usage’.11

In the premises, the scope and effect of IP rights may be
limited in certain respects by the provisions of the Constitu-
tion, but on the other hand, IP is afforded the same degree of
protection as is enjoyed by land and other forms of property
against deprivation and expropriation.12
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The prism of the Constitution
The ‘Laugh it Off ’ case has been the only case to date which
has altered or limited the traditional interpretation and appli-
cation of IP law but one can postulate several reasonably com-
monplace IP situations which may be treated differently in the
future when the law is viewed and interpreted through the
prism of the Constitution. Of importance is that courts are
enjoined by section 39(1) of the Constitution to promote the
values thereof and must consider international law. Section
39(1) further provides that courts may consider foreign law.

The role played by public interest
A factor which will bear weight in deciding whether to enforce
statutory monopolies established by the four statutes referred
to above, are the socio-economic rights of the public. When a
monopoly is conferred, the public is deprived of the right to
make use of the subject matter of the monopoly. A monopoly
is granted to the proprietors of IP rights by operation of the
statutes referred to above as an incentive for people to add to
the stock of human knowledge and culture by way of inven-
tion, innovation and creative expression. Once the term of the
statutory monopoly lapses, the subject matter thereof falls
within the common domain. The cardinal question is whether
during the duration of the monopoly, the public may have
certain rights to use the subject matter of the monopoly. In
terms of section 56 of the Patents Act and section 21 of the
Designs Act, a person may apply for a compulsory licence
under certain circumstances. In addition, both the Patents Act
and the Designs Act make provision for the grant of licences
by the proprietor of the IP right. The Trade Marks Act, in sec-
tion 38, provides for use by other entities of a trade mark with
the consent of the trade mark proprietor. The Copyright Act
makes provision for fair dealing with copyright works in
certain circumstances in sections 12 to 19B. It furthermore
allows the licensing of copyright works with the consent of
the copyright proprietor, and further provides for licensing
schemes and the acquisition of licences and the determination
of disputes pertaining to such licences by the Copyright Tribu-
nal established in terms of sections 29 et seq. thereof. The ques-
tion is whether these relaxations of the absolute monopoly
conferred by the statutes, when read with the provisions of
the Constitution, suffice. In this regard, the concept of a public
right to use the subject matter of monopolies is gaining ground

due to the public interest of society as a whole to have access
to culture and science as a means to facilitate or aid progress
and improvement.13 In this regard, the right to basic education
set out in section 29(1) and the right to access to information
as set out in section 32 of the Constitution, may be limited in
circumstances where teachers and learners alike do not have
the funds to purchase textbooks.

The same applies, for example, to the right to have access
to health care services, including reproductive health care, set
out in section 27(1) of the Constitution, where the afflicted
parties do not have the requisite funds to pay for pharma-
ceutical products. The tension between IP rights and human
rights becomes most acute in circumstances where access to
the essential products and facilities necessary to exercise hu-
man rights have been monopolised. For this reason, among
others, the South African National Policy on Intellectual Pro-
perty was introduced in 2013.

That the seeds of public socio economic and other human
rights already exist in our statutes is clear from the provisions
relating to fair dealing, compulsory licences, etc which have
been referred to above.

Specific examples of potentially unconstitu-
tional facets of the current ip regime
A remedy introduced into all the IP statutes and which will, in
all probability, be scrutinised by the courts, is the remedy of a
reasonable royalty to be paid in lieu of damages. This remedy
was introduced in order to facilitate the notoriously difficult
task of proving damages suffered as a result of the breach of a
statutory IP right. To date, most commentators opine that the
remedy is also available to a party who has, de facto, suffered
no damage because, for example, it has no intention of trading
in South Africa and never has. It is our view that this remedy,
in view of the dicta in the ‘Laugh it Off ’ decision, may very
well be held to be unconstitutional when no damages have
been suffered, whether to the IP itself or as a result of the
infringement thereof. The court in ‘Laugh it Off ’ required that
the owner of a trade mark suffered substantial damage to its
IP before any relief could be granted. Where no commercial
damages are suffered when IP rights are breached, it is doubt-
ful whether a court will grant any monetary remedy in the
form of a reasonable royalty. Even where damages have in-

A monopoly period of an
author’s life plus an addi-
tional 50 years (in terms of
the SA Copyright Act) can
readily be understood for a
book of the quality of Harper
Lee’s To Kill a Mocking Bird.

Lee still earns $9 000 per day
in royalties fifty years after
she wrote the book.

RG
BS

to
ck



35Advocate August 2014

forum

deed been suffered, it is doubtful whether any amount excee-
ding actual damages suffered will be granted under the aegis
of the remedy of seeking a reasonable royalty in lieu of damages.

Abuses of monopolies, for example, where copyright is
used to block the creation of a secondary work will also not
be tolerated. In the case of Radio Telefis Eireann and Indep. Tele-
vision Publ’ns Ltd. (Magill) v. Comm’n of the European Communi-
ties, 1995 E.C.R. I-743, a broadcaster refused to give certain TV
listings to Magill in order to compile a TV listings magazine.
As there was a demand for such a product, the broadcaster
was abusing its right. Similarly, the
holder of a patent may wish to block
scientific research. Thus, there have
been calls for research exemptions in
respect of patents for the detection of
the hepatitis C virus in the blood, the
use of the BRCA-gene in breast cancer
screening and retroviral medications.14

Such exemptions will be in line with
section 16(1)(c) and (d) of the Consti-
tution which entrench the freedom of
artistic creativity as well as freedom of
expression in the form of academic
freedom and freedom of scientific
research.

THE PATENTING of DNA sequences
is similarly problematic. Once grant-

ed, such patents may give rise to eu-
genic alterations by removing flaws or
enhancing human characteristics. Such
eugenic alterations fly in the face of
human dignity. According to most
commentators such patenting should
only be allowed if it does not lead to
the patenting of human moderations.15

Such a prohibition on the patenting of certain inventions is
based on the invocation of a moral judgment, as is apparent
from section 25(4)(a) of the Patents Act, as well as, for ex-
ample, section 10(12) of the Trade Marks Act which disallows
the registration of trade marks which are contra bonos mores or
likely to give offence to any class of persons. It is the same
moral judgment issue which comes into play when reliance is
placed on section 34(1)(c) of the Trade Marks Act, in prevent-
ing the tarnishment of a trade mark, when the use of an identi-
cal or similar trade mark in relation to any goods or services
will be detrimental to the repute of a registered trade mark
and hence be held to constitute trade mark infringement. In
such an instance, various human rights may be involved—not
only the human right to freedom of expression but also, for
example, the human right to dignity, or the human right to
enjoy one’s culture.

The question is whether such moral judgments are war-
ranted to curb the acquisition of IP statutory rights or in deci-
ding the infringement of such rights? When analysed critically,
such moral judgments are seen as a decision to act in the public
interest, rather than upholding individual interests. In this
regard it is important to stress that the question as to whether
something is unlawful for being contra bonos mores now consists
of the application of a general criterion of reasonableness

based on considerations of fairness, policy and the court’s
perception of the legal convictions of the community which
consists of a careful balancing act of all human rights. Such an
approach may be termed constitutional in its acknowledg-
ment of the public interest and will play an important role in
assessing cases of passing off and unlawful competition.16

A further important criticism is that minimum skill and
creativity are given protection in terms of the Copyright Act
and the Designs Act in circumstances where the South African
test for originality is more as to how much ‘sweat of the brow’

has been required to create a work,
than creativity. The reason for this is
obvious. Aesthetic merit is a subjective
test. A monopoly period of an author’s
life plus an additional 50 years (in terms
of the SA Copyright Act) can readily be
understood for a book of the quality of
Harper Lee’s To Kill a Mocking Bird (Lee
still earns $9 000 per day in royalties
fifty years after she wrote the book).17

In contrast, McDonald’s ‘M’, which
certainly did not require the same level
of creativity, attracts the same copy-
right protection. The question arises as
to whether different copyright works
should not be given different terms of
copyright protection, or a higher thres-
hold of creativity? The low threshold
of creativity for copyright protection in
South Africa, creates an easy-to-protect
system which diminishes the public
domain, and the question may be posed
whether more liberal rights should not
be granted to the public to make use of
certain copyright works when the level

of creativity which was required to create the copyright work
was minimal?

The Supreme Court of Appeal, for example, upheld the
validity of a so-called aesthetic design which consisted of the
face plate for an electric socket in the case of Clipsal Australia
(Pty) Ltd and Others v GAP Distributors and Others,18 merely
due to the fact that the specific collocation of features had
never been published together, and the face plate was thus
held to be novel and original (in the copyright sense of not
having been copied). The ‘designer ’ of the common or garden
face plate, of which each feature had been published separate-
ly, was granted a 15 year monopoly. The grant of such mono-
polies may very well be held not to be justifiable. Particularly
as far as copyright works are concerned, when considering a
defence of fair dealing of a copyright work, the public interest
in using the work will play a prominent roll. For this reason
fundamental features are excluded from the protection of
aesthetic designs in terms of section 14(5) of the Designs Act.

A SPECIFIC SPECIES of copyright works which gives rise
 to problems is databases. This is because the alleged

originality of the work does not lie in the data (which can be
freely available) but in the skill exercised compiling the data as
a specific, demarcated, body of data. In this regard the case of
Board of Healthcare Funders v Discovery Health Medical Scheme

The protection of traditio-
nal knowledge can also not
be overemphasised.

More often than not, public
domain ideas are incorpo-
rated into literary works
or patents, without the in-
digenous population’s
knowledge or consent
and notwithstanding the
fact that it forms part of
their stock of knowledge
and culture built up over
centuries.



and Others19 is of interest. The Board of Healthcare funders had
created a Practice Code Numbering System used by all the
South African medical schemes and healthcare service pro-
viders consisting of 91 000 unique codes. A unique practice
code was allocated to each healthcare provider. Discovery
Health resigned from the Board of Healthcare Funders and
continued to use the Practice Code Numbering System, with-
out paying royalties. Judge Kollapen stated:

‘It would be cynical to suggest that no effort or skill was
expanded in the development of the system over the years
and in my view the respondents’ stance that the work lacks
originality must be dismissed in the light of the meaning
that has ‘come to be attached to the concept of originality
in the case law developed over the years’.’

The learned judge based his judgment on cases where compi-
lations which were neither original nor creative in the aesthe-
tic sense, were protected, merely because they required ‘sweat
of the brow’ and had not been copied. The constitutionality of
such an approach is debatable. The public right to use such a
compilation freely is of cardinal importance, particularly in
circumstances where the necessity to make use of, for ex-
ample, a single source practice code numbering system, is
compelling where it has become the industry norm and no
alternative exists.20

The problem is exacerbated by the proliferation of elec-
tronic databases where no skill was exerted in selecting and
arranging the database. For this reason, a so-called database
right was created in the EU. In the EU a database right is not
available to somebody who is the originator of such data as it
is deemed anti-competitive to exclude the public from making

use of such an electronic database. In these circumstances it
can be cogently argued that there is an abuse of copyright and
the necessity for a compulsory licence or the existence of a fair
dealing defence. The same argument applies to a spare part
numbering system for motor vehicles and it is questionable
whether cases such as Payen Components SA Ltd v Bovic CC and
Others,21 where copyright in a spare part numbering system
for a certain make of motor vehicle, would be decided similar-
ly today within the context of constitutional considerations.
By a parity of reasoning a numbering code, registered as a
trade mark, may also constitute an abuse of a trade mark,
which fact is underscored by the existence of section 34(2)(c)
of the Trade Marks Act.22

THE PROTECTION of traditional knowledge can also not
be overemphasised. More often than not, public domain

ideas are incorporated into literary works or patents, without
the indigenous population’s knowledge or consent and notwith-
standing the fact that it forms part of their stock of knowledge
and culture built up over centuries. For this reason The Intel-
lectual Property Laws Amendment Act 28 of 2013 was en-
acted. (It is not yet in effect, and will only come into effect on
a date to be fixed by the President.) Within this context one
can argue that the dilution of requirements for protection of
IP, the plethora of definitions for authors and proprietors and
the duration of protection for IP, may severely limit the public
domain and might create an uneven and unfair system of
protection where all works are not equal.

From what is set out above, it is clear that the IP commu-
nity is well aware of possible unconstitutional facets of IP law
and are addressing them where possible. In short, it is no
longer ‘business as usual’.
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